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Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA. 22313-1450 

Sir: 



DECLARATION OF ATTORNEY DILIGENCE IN THE UNITED 
STATES TO OVERCOME CITED PATENT (37 C.F.R. 1.131) 

PURPOSE OF THE DECLARATION 

This declaration is presented to establish attorney diligence between a date 
prior to January 30, 1997 (the effective date of the cited patent to Ogawa et al.) 
and April 4, 1997 (the filing date of a patent application that was to become the 
basis for constructive reduction to practice of the invention claimed in the present 
application). 

The person making this declaration is the attorney who prepared the April 
4, 1997 patent application. 

FACTS AND DOCUMENTARY EVIDENCE 

To establish the date of completion of the invention of this application, the 
following attached documents are submitted as evidence: 

1 . A Search Request and Memorandum for File prepared by Kodak attorney 
Milton S. Sales and dated August 9, 1996, requesting a State of the Art 
search, and showing a search date of September 16, 1996. 
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2. A follow-up Invention Disclosure form dated on August 13, 1996 by 
inventor Jeffery A. Small, witnessed on August 14, 1996, showing 
conception of the invention set forth in at least claims 1 and 14 of the 
application. 

3. A memo from Jeffery A. Small to attorney Milton Sales dated August 14, 
1996, which accompanied the Invention Disclosure of document 2 and 
showing a receipt date by the Patent Department of August 16, 1996. 

4. An Internal Memo dated September 17, 1996 from attorney Milton Sales 
to inventor Jeffery A. Small forwarding the results of the search. 

5. A memo from Jeffery A. Small to attorney Milton Sales dated November 
18, 1996, including the inventor's analysis of the search results included in 
the Internal Memo of September 17, 1996. 

6. A two-page set of drawings dated March 17,1997 by inventor Jeffrey A. 
Small intended to assist in the preparation of the parent application which 
was filed on April 4, 1997. 

TIME OF PRESENTATION OF THE DECLARATION 

This declaration is submitted before final rejection. 

DECLARATION 

I, Milton Sales, declare that: 

1 . I was employed as an examiner by the U.S. Patent Office from August 
1964 until August 1966. I was employed as a registered patent agent by the law 
firm Dodge and Son or Washington DC from August 1966 until August 1967, and 
by the law firm Sugrue, Rothwell, Mion, Zinn and McPeak of Washington DC 
from August 1967 until August 1968. As of April 4, 1997, 1 had been employed 
continuously by the Eastman Kodak Company (Kodak) as a patent agent between 
August 19, 1968 and January 1969 (the mentioned period), and as a patent 
attorney from January 1969. 

2. During the mentioned period, I was the Group Patent Counsel of 
Kodak's Imaging Apparatus Group. My duties included supervising, mentoring, 
and coaching twelve (12) patent attorneys, twelve (12) patent legal assistants, one 
(1) drafter, and one (1) searcher. I was one of four members of the Patent Legal 
Staff Management team, which set policy and practices for the entire patent legal 
staff. I was one of nine (9) members of the Kodak's General Counsel's 



management team, which set policy and practices for the entire Legal 
Department. I was a member of Kodak's U.S.P.T.O. Practices Committee, which 
was responsible for monitoring the operation of the U.S.P.T.O., and conforming 
Kodak practices thereto. In addition to these management duties, I was 
responsible a substantial docket of patent matters. These patent matters included 
U.S. and foreign application drafting and prosecution, product infringement 
opinions, litigation support, and policing Kodak's patent portfolio against 
potential infringers. 

3. During the mentioned period, the stated goal of Kodak's Patent Legal 
Staff was to file a new patent application within four months of receipt of a 
complete disclosure of at least one implementation (embodiment) of the 
invention. Because of heavy workload, the goal was often exceeded by myself 
and other Kodak patent attorneys whom I supervised. 

4. On or about August 9, 1996, 1 personally interviewed Jeffrey Small, 
then a Kodak engineer and an inventor of the present application. Jeffrey Small 
described in general terms an idea he was developing, and I agreed to have an 
infringement clearance and state-of-the-art search conducted to assist his efforts. 
Document 1 is a copy of a search request prepared by me on August 9, 1996. 

5. On or shortly after August 16, 1996, 1 received a two-page Kodak 
Invention Disclosure. Accompanying the Invention Disclosure was a memo from 
Jeffrey Small indicating that Lab Head William (Bill) Fowlkes "has put some 
urgency on this IR (Invention Request)." The Invention Disclosure and 
accompanying memo are attached as Documents 2 and 3, respectively. 

6. On September 17, 1996, the Kodak Patent Department received the 
results of the search request mentioned above and marked Document 1 . I 
forwarded the search results to Jeffrey Small for comment on September 17, 1996 
along with a memo attached hereto as Document 4. In that memo of September 
17, 1996, 1 requested that Jeffrey Small assist in the preparation of a patent 
application by supplying sketches of at least one implementation (embodiment) of 
the invention. 

7. On or shortly after November 18, 1996, 1 received a memo from 
Jeffrey Small, attached hereto as document 5, with his analysis of the prior art. In 
the normal course of business, I would have personally reviewed the analysis and 
made a determination of patentability as soon as my heavy workload permitted. 
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8. On or shortly after March 17, 1997, 1 received a set of sketches 
(attached as Document 6) of a preferred embodiment of the present invention, 
prepared by Jeffrey Small at my request as part of the patent application 
preparation process), whereupon, as my heavy work load permitted, I commenced 
the preparation of the parent application which was filed on April 4, 1997. 

As the person signing below, I hereby declare that all statements 
made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of 
the United states Code, and that such willful false statements may jeopardize the 
validity of the application or any patent issued thereon. 

SIGNATURE 

Full name of Declarant: Milton S. Sales y 
Declarant signature: 

Date: <P*( JZ-csz? J^ Country of Citizenship: United States 

Residence: Webster, New York. USA 

Post Office Address: 703 Mariner Circle, Webster. NY 14580 



~ VSTMAN KODAK COMPANY 
S^.xch Request and Memorandum for File 



ALL INFORMATION ON THIS FORM MUST BE PRINTED 



> OR TYPED \ ) 



Requester: Prepare Form in Duplicate; Forward Original and 1 Copy to: 

Patent Information Section, Joann Scotty, 12th Fl, B-83, KP-02201 (X-22486) 
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Milton S. Sales 



Requester Name 

FMSP 



D 3cket or Supervisor Code 

| | Upcate from previous search: 



Patent Legal Staff / 02201 

Requester Department & Mail Code 

ItsfOO 

Requester PROFS LD. 



(Previous Search No. or Docket No.) 



(302329 



Search Number (PLS USE ONLY) 

(716) 253-0127 

Requester Complete Telephone Number 



Date Needed 
Normal Turnaround time Is one month from 
date of receipt of confirmation 



TITLE: Digital Camera and Printer System 



CENTRAL FEATURE: A digital still camera can be connected directly to a small personal printer 
without a computer interface because a micro-computer within the camera body is used to convert 
the captured image into color separation bit maps to be stored in the camera and down loaded 
directly to the printer. 



Client i« Bill Fowlkes 



Type of Search: 

Nov« ;lty/Patentability 
Infrin gement 

| X I Infringement Request 
discussed w/ Attorney 

Validity 
State of Art 



I [ Assign ee/Inventor 
I I Complex 
\ 1 Simple 
j j Collection 



Recommendations: 



KAD PATENT DiiPT. 
1 7 8$ 



Literature 



On-Line Search Onl£AS7 'MAN KODAK CC 
Derwent Search v 
U.S. 
Foreign 

If outside searcher used: 



**ART UNOWN TO REQUESTER: 4,714,962; 4,751,583; 4,827,347 (EK) - provide copies with search report 



***For ln-house Searchers Only*** 



Inside M inual Search Conducted: 



Classes searched: 



Databases searched: 



THIS MUST BE COMPLETED BEFORE RETURNING TO JOANN SCOTTY 



Contact Attorney: . „ /7 ^ 

Milton S Sales ^ 


Searched By: /~\ 


Received On: 


Date: August 9, 1996 




Attorney Pt one No. 253-0127 


COST S ^f* *f "5 



Revised 9-Aug-96 

DOCUMENT 1 



Cos* Code: . 



EASTMAN KODAK COMPANY 
CONFIDENTIAL INFORMATION 
CONTROLLED DISTRIBUTION 



Request No. 



Access. No. 



poet*!*,. TMgqa 
7- 



Page 1 of 



(Location) 



kodak 

INVENTION DISCLOSURE 

To: Pat at Department, Attention: /V^ |-f~ H>*le<> 

_ , . (PaL DcpL Auoroey) 

Subject: Patentability , 
Evaluation for (Title): <^g«^ £ h "H^C Cg ^ wif^ SfW Prefe r 

Earliest Date of Invention: 199 r 
Documentation : Notebook Nojp» ge n 0 . : / 

Other (e.g. Technical Report*. Memos, etc): Snrr*~ f)t,i.y /Fi»y f C 

Ctommercialization/Outside Disclosure: CurrenUy Planned? 
Product, 1'rocess, 

Project, oi Program: A o Prftl N7ff£- 



Date:_ 
Dale: 



_Author(»):_ 



P<$SfES [ JNO 
Date: /?V*/ '^?- (Chtck here I LTlrClearMce Sfcidy i» al«> reqoeaed) 

SS^Ti ? a f che< ! i t yP cwri «f» Page 8 - Provide all the information requested for the sections listed below. Identify each 
SOtJonwi.il the heading indicated. Provide all the information requested to the best of your knowledge as this will save tirnefor 

^ te nfC e l at T ey - * si * ned ™« «— by each contributor and two disclosure revicZTcoZn 

YOUT fatcnt AttOITffiY , if necessary, for further details on required information 

Sections 

1L B a cKrrniinrt; Briefly discuss the need for the invention. Indicate the current state of the art (what is beine 

dS^TJnich^ Iden . Ufy PCrtinent ,iterature or o««er published articles) and ome*p2c 

disclosures of which you are aware. Identify the problems of the closest prior technology which the invention solves. 

i* . ?' SammanrflffnYfntinTiT Summarize the invention in general terms. State the novel featured) of the invention 
which solves) the problems identified in the background section. Set forth the basic idea of the SI 

<y iv>m a tiS L , 5l5 la ' l r <i T>1 7 ri * nrfftn ■ Describe me specifics of the invention. Use drawings, flow charts, block diagrams, 
SSSJlSJr*' ^ Xest ^ s ' (free Kodak codes and jargon) as appropriate. Include a bread description 

' S P eC ' fic exanl P les - You must dfeclose the best mode contemplated for practicing u. e intS, 
fiOkrttf ^^'"T 110 "^ 3 T ' W ^,° nC WUh 3 background but no detailed knowledge of the paSlar 

J^^^SllT"?™- En ° Ugh Llf0rmatiCK1 shou,d 56 P rovided to —* a person skilled in the technTgy to 
practice the invention without undue experimentation. 

should be^irtSKL X? ^ 8C<S) ° Ver Pri0r technolo «y which «• Mention provides. These advantages 

snould be supported by the description in the previous section of the results achieved by the invention. 

Contributor(s)/Inventor(s): 

FUU. Name (Prim or type) 



Organization Phone Signature^ , 

V\*cf a7JL*<f r-iv-g* 



Read and Understood By: m 1 / / ., r ^Z^S& 

fTwodisclosurereviewers) / "^^7%^ 

Approved By: 4&*?>tf*1—- t/C /-,»lft ^////^ 

(Name of Lab H«d. Technical IWor. etc) (Tide/Organization) (Signature) ' ^ 

Category:: Technical Director, answer the following questions: 

L Is there a reasonable prospect of commercial use of the invention by Kodak? "M Yes 

u- li not, ti there a reasonable prospect of commercial use by others to compete with Kodak? MYcs 

(Initial s / t / v,^ Dat e, ^/^/'i 



I ]No 
I JNo 



Apr-94 



DOCUMENT 2-1 



Jeffrey Small 



August 13, 1996 



Smart Electronic Camera with a Slave Printer 

Background: 

In designing systems which contain both a digital camera and a digital printer, the images 
captured by the camera must be processed before they can be printed. This processing is 
typically done in either the printer, or else in a computer which is connected to both the camera 
and the printer. In order to process an image that has been captured by an electronic camera for 
printing, significant computing and memory resources are required. Memory resources must 
already exist in the camera in order for the camera to do a frame grab from its electronic image 
sersor. Computing resources must also already exist in the camera in order to perform color 
filter array interpolation, compression, and file management. Further, many cameras have a 
display in order to review images that have been captured, or for use as an electronic viewfinder. 
Currently, printers for use with electronic cameras either require an external computer, use a 
video interface and hence need video processing circuitry, or contain computing and memory 
resaurces which also exist in the cameras. 



Description: 

Ra iier than duplicate computing and/or memory resources that are in the camera by also putting 
them into a printer, a system consisting of an electronic camera and a printer may be built; 
wherein the memory and computing resources exist only in the camera. Because such resources 
are already required by the camera in order to perform the camera functions, the cost of the 
camera is not increased. Because the resources are then no longer required in the printer, the 
overall system cost is reduced. 

Firmware may be written for the camera which could support many different printers. This 
would require parameters to be uploaded from the printer to the camera to provide information 
such as print size (in linear dimensions and in pixels), colorimetry, sensitometry, and 
compensation information that is needed to reduce printer process artifacts such as thermal 
smear. 

Advantages: 

No external computer is required to print from the camera. 

System cost is reduced because memory and computing resources are not duplicated. 
System power requirements are reduced. 
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DOCUMENT 2-2 



**D PATENT DBPT 

AUG I g 1995 AUgUSt H ' 1996 

To: Milt Sales 

EASTMAN KODAK Co 

From: Jeffrey Small x89404 

Subject: Attached IR 

Bill Fowlkes has put some urgency on this IR. I will be on vacation until Wed., 8/21, so I 
wanted to get this to you ASAP. I will do the searching when I return. 

Thanks, 




DOCUMENT 3 



INTERNAL . ,EMO 



TO: 



4V 



FROM: 



FLOOR BLDG PLANT 

t l<>ariftL. 



DATE . 
1- /"7-5£ 



I 



SUBJECT: \ 



BINDER # SHEET # 
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DOCUMENT 4 



846-224>-300 (2/88) 



18-Nov-96 



TO: Milt Sales 

From: Jeffrey Small 

Subject: Search results for my IR: "Smart Electronic Camera with a Slave Printer" 

The following documents the search results contain what may be pertinent information relative to my invention 
report My idea is to perform "printer process-specific" precompensation in the camera rather than in the printer. 
My idea's primary advantage is that the printer may be simplified because resources that are adequate to do the 
printer process-specific processing already exist in many cameras. By doing the processing in the camera, such 
resources need not be provided in the printer. 



Here are specific documents of interest from the search: 



5138459: This describes processing images in the camera using different, user-selectable compression algorithms. 

4937676: This describes "signal control and processing means disposed respectively within said camera and 

printer housings," but makes no mention of how these means are partitioned between the camera and 
printer. It also requires that memory be moved from the camera to the printer. 

5563655: (Kodak patent) This describes saving various image processing algorithms in the same memory that the 
processed images will be stored in. No mention is made of a printer. 

4827347: (Kodak patent) Claim 3 of this describes a camera with an electronic display [for previewing images] 
that "transmits" images to a printer. No mention is made of where any processing of these images is to 
be done. 



4161749: Claim 1 has the printer taking "color signals" from the "imaging apparatus", where these colors are 
"different color components of the optica] image" (not of the print image as in my idea). Claim 1 1 
requires the processing means to convert from a "primary color space" to a "secondary color space" to 
be in the printer (rather than in the camera, as in my idea). 

4942477: An "image pickup means" provides a "serial signal directly to a printing means", but this signal requires 
embedded line feeds (my idea does not). 

4903 1 32: (Re: 34654) An electronic camera includes means to convert color video output from the camera's 
memory into a printer format I am unsure how this impacts my invention. 

We :an discuss my invention and the above patents when we meet. 

Jeff Small 
X89404 
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DOCUMENT 6-1 




DOCUMENT 6-2 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in^he images include but are not limited to the items checked: 

□ black borders 

□ image cut off at top, bottom or sides 

□ faded text or drawing 

□r blurred or illegible text or drawing 

□ skewed/slanted images 

□ color or black and white photographs 

□ gray scale documents 

□ lines or marks on original document 

□ reference(s) or exhibit(s) submitted are poor quality 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



